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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|EI Responsive to communication(s) filed on 12/29/2008 . 
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DETAILED ACTION 

1 . This Office Action is responsive to the amendment filed on 1 2/29/2008. 

2. The objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Claim Rejections - 35 USC § 103 

4. Claims 1 and 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kobayashi et al, WO2003/029299, in view of Kobayashi et al, JP 2001-114936 (of 
record). Tsukimawashi et al, US2004/0254301 , is utilized as an equivalent English 
translation of WO 2003/029299. 

5. A discussion of the disclosures of Tsukimawashi and Kobayashi, JP 2001- 
114936, can be found in paragraphs 3-10 of the previous Office Action, incorporated 
herein by reference. 

6. Claims 1 and 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kobayashi et al, JP 2001-114936 (of record), in view of Kobayashi et al, WO 
2003/029299 (of record). Tsukimawashi et al, US2004/0254301, is utilized as an 
equivalent English translation of WO 2003/029299. 

7. As noted in the previous Office Action, Kobayashi teaches that the copolymer (b) 
serves to increase the compatibility of the rubber composition with a filler such as 
carbon black, thereby improving the tensile strength of the vulcanizate. Tsukimawashi 
discloses that the copolymer of US2004/0254301 yields improved processability to 
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rubber compositions containing fillers such as carbon black and silica (^0030), and 
discusses that this improvement is attributed to the affinity for the inorganic filler 
conferred by the presence of the functional groups in the polymer (1J0029); the examiner 
notes that this corresponds to the function of a compatibilizing agent. 
8. As Tsukimawashi and Kobayashi both disclose a conjugated diene-based rubber 
comprising a polymer chain having an amine group at one terminus and an alkoxysilyl 
group at the other, as well as the use of the respective polymers for binding fillers such 
as carbon black in rubber, the examiner takes the position that copolymer represented 
by formula (2) of Tsukimawashi and copolymer (b) of Kobayashi are functional 
equivalents used for the same purpose in the art. The examiner therefore takes the 
position that it would have been prima facie obvious to one of ordinary skill in the art at 
the time the invention was made to modify the composition of Kobayashi by substituting 
the copolymer of formula (2) of Tsukimawashi for copolymer (b) of Kobayashi, with the 
reasonable expectation of producing a compatibilized rubber/carbon black composition. 



Response to Arguments 

9. Applicant's arguments filed 12/29/2008 have been fully considered but they are 
not persuasive. 

10. Applicant argues that the combination of references does not teach a 
composition comprising two conjugated diene-based copolymer rubbers having the 
claimed molecular weights, and therefore cannot render the claimed composition 
obvious. 
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11. Tsukimawashi discloses a conjugated diene-based copolymer rubber 
represented by either Formula (1) or (2), corresponding to claimed component (I), which 
is characterized by a molecular weight that is usually within the range of 100,000 to 
2,000,000. Tsukimawashi further teaches that decreasing the molecular weight lowers 
properties such as breaking strength (^0181). The examiner notes that it is known in 
the art that the molecular weight of a polymer is related to its melt flow rate (MFR); an 
increase in the molecular weight of a polymer results in a reduced MFR, thereby 
reducing processability. The examiner therefore takes the position that it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the disclosure of Tsukimawashi by reducing the molecular weight of the 
copolymer rubber for use in applications wherein high MFR is more desirable than high 
breaking strength. Tsukimawashi further teaches that the copolymer may be blended 
with other conjugated diene-based rubbers such as natural rubber (1|01 92). 

12. As discussed in the previous Office Action, Kobayashi teaches a rubber 
composition comprising two conjugated diene-based rubbers, (a) and (b), wherein either 

(a) or (b) has a molecular weight of 1,000 to 90,000; the other component has a 
molecular weight of 90,000 to 2,000,000. Kobayashi further discloses that component 

(b) may be a copolymer having a structure comprising a conjugated diene-based 
polymer chain which is modified with an amine group at one terminus and an alkoxysilyl 
group at the other terminus, similar to formula (2) of Tsukimawashi (see paragraph 8 of 
the previous Office Action). Both references are directed toward the same field of 
invention and use similar polymers combined with carbon black as a filler, the examiner 
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maintains the position that it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify the teachings of Tsukimawashi by adding 
a second conjugated diene-based copolymer rubber, to produce a rubber composition 
wherein the components have the claimed molecular weights. 

13. Applicant further argues that unexpected results are obtained from the claimed 
composition, and cites Examples 1-3 from the submitted specification as evidence. The 
cited Example 1 recites a composition comprising a diene-based copolymer rubber 
corresponding to claimed structure 1, wherein the primary amine group is bonded to the 
silicon atom of an alkoxysilyl group. The examiner notes that the claim rejections are 
based on the claimed structure (2). Applicant has therefore not demonstrated 
unexpected results for the composition rejected over the cited documents; and not 
comparing it to the closest prior art. 

14. The examiner further takes the position that the allegedly unexpected results are 
not commensurate in scope with the instant claims. The claims recite a composition 
comprising 0.5 to 35% by weight of a conjugated diene-based rubber corresponding to 
either claimed structure (1) or (2) (A), and 65 to 99.5% by weight of a second 
conjugated diene-based rubber (B). The cited example does not demonstrate any 
allegedly unexpected results for a) compositions containing the diene-based rubber 
corresponding to claimed structure (2), or b) compositions wherein the claimed 
components (A) and (B) are combined in any ratio other than A/B equal to 5/95. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irina S. Zemel/ Jeffrey Lenihan 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



